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Applicant hereby submits this Request for Reconsideration with additional reasons and

evidence in support of registration.  Contemporaneously herewith, Applicant submits a Notice

of Appeal of the final decision of the Examining Attorney refusing registration.  On the basis of

the following arguments, Applicant requests that the final refusal be withdrawn, and that the

present application be approved for registration.

Likelihood of Confusion Refusal

By final office action dated January 28, 2013, the Examining Attorney has refused registration

of the logo mark U.S. WEALTH and Design under Trademark Act Section 2(d) because, in her

opinion, Applicant’s mark, when used in connection with the various financial services listed in

the application, so resembles the logo mark in U.S. Registration No. 3,300,749 (U.S. WEALTH

GROUP and Design covering various financial services), as to be likely to cause confusion, to

cause mistake, or to deceive.

            As explained below and guided by the relevant Dupont factors, Applicant respectfully

responds that there is no likelihood of confusion between the two logo marks and submits the

following additional arguments and evidence in support of its position.  In re E.I. du Pont de

Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563 (CCPA 1973).



In summary, in view of the nature of the services and the degree of care exercised by the

relevant consumers, the fact that the marks only share terms that both the owner of the cited

mark and Applicant have disclaimed, as well as other differences between the marks, the

USPTO should approve Applicant’s logo mark.

1.         The Logo Marks at Issue are Sufficiently Different in Appearance and

Sound

            While the logo marks at issue contain several of the same words, ultimately the marks

are sufficiently different in appearance and sound that consumers are not likely to perceive

them as indicating a common source or origin for the relevant services.

            A.        The Marks Differ in Appearance

Applicant’s logo mark consists of two words, U.S. WEALTH, with a distinctive globe design

appearing to the right of the lettering.  The wording U.S. WEALTH appears in black, entirely in

capital letters and in a relatively simple serif font.  The globe graphic is angled slightly to the

left, calling to mind Earth’s 23.5 degree axial tilt, and bears white lines of latitude and

longitude which divide the surface of the globe into a series of triangles, quadrilaterals, and

other shapes.  These shapes appear in gold or white in a random pattern that suggests

rotational movement.  The word and design elements of the mark are nearly identical in

relative size, with the globe appearing just slightly taller than the preceding lettering.

By contrast, the cited logo consists of the three words, U.S. WEALTH GROUP, appearing to

the right of “ a highly stylized design of the letters USW consisting of six vertical wavy lines. 

The color red appears, from left to right, in the third wavy line forming the S.  The color blue

appears in the other five wavy lines forming the letters U and W and in the words U.S.

WEALTH GROUP.” (See, official Mark Description for the cited Registration.)  The wording

U.S. WEALTH GROUP appears in a serif font with enlarged initial capital letters in WEALTH

and GROUP.  The capital W is highly stylized and is represented by overlapping parallel lines

that mirror the parallel lines in the “USW” graphic.   In addition, the word and design elements

in the mark are quite different in relative size, with U.S. WEALTH GROUP appearing

approximately three times smaller than the preceding “USW” graphic.



These overwhelming differences in appearance result in two logo marks that are individually

quite memorable and distinct from one another when considered visually, particularly in light of

the descriptive and generic nature of the literal terms that the marks share in common (see

Section 2, below).

B.        The Marks Differ in Sound

When spoken, the word elements of Applicant’s logo mark, U.S. WEALTH, contain three

syllables, with the natural emphasis falling on the last word, WEALTH.  By contrast, the word

elements of the cited logo mark, U.S. WEALTH GROUP, contain four syllables, with the

natural emphasis falling either on the final word GROUP or equally on the last two words

WEALTH GROUP.  Thus, as a result of the additional wording in the cited mark, the two marks

are aurally quite distinct, each concluding uniquely with either the word WEALTH or the

entirely different sounding word GROUP.

            Given the significant differences in the overall appearance of the two logo marks, as

well as the sound of the marks when their word elements are spoken aloud, a consumer

encountering Applicant’s logo mark, U.S. WEALTH and Design, and the cited logo mark, U.S.

WEALTH GROUP and Design, would not be likely to mistakenly assume that Applicant's

services originate from the same source as, or are associated with, Registrant’s services.

2.         The Cited Mark is Inherently Weak and Should Receive an Extremely

Narrow Scope of Protection

            It is important to consider the inherent weakness of the cited mark, U.S. WEALTH

GROUP and Design, as it is comprised entirely of descriptive terms.  The result is a mark so

weak that the scope of protection afforded to it should be extremely limited.  As stated by the

Court of Customs and Patent Appeals (now the Court of Appeals for the Federal Circuit),

[it] seems both logical and obvious to us that where a party chooses a trademark
which is inherently weak, he will not enjoy a wide range of protection afforded
the owner of stronger trademarks. Where a party uses a weak mark, his
competitors may come closer to his mark than would be the case with a strong
mark without violating his rights.

 

Sure-Fit Products Co. v. Saltzon Drapery Co., 254 F.2d 158, 117 U.S.P.Q. 295 (C.C.P.A.



1958). See also King Candy Co. v. Eunice King’s Kitchen, Inc. , 496 F.2d 1400, 182 U.S.P.Q.

108 (C.C.P.A. 1974) (stating that confusion is unlikely if it is a weak mark).

            Whether a mark or a term in a mark is considered strong or weak is a very important

element in determining likelihood of confusion. Independent Grocers’ Alliance Distributing Co.

v. Potter-McCune Co., 404 F.2d 622, 160 U.S.P.Q. 46 (C.C.P.A. 1968); Time, Inc. v. T.I.M.E.,

Inc., 123 F. Supp. 446, 102 U.S.P.Q. 275 (D. Cal. 1954).  If the common element in the

conflicting marks is “weak,” then this reduces the likelihood of confusion.   See, e.g., Nestle’s

Milk Products, Inc. v. Baker Importing Co., 182 F.2d 193, 86 U.S.P.Q. 80 (C.C.P.A. 1950);

Smith v. Tobacco By-Products & Chemical Corp., 243 F.2d 188, 113 U.S.P.Q. 339 (C.C.P.A.

1957); Societe Anonyme de La Grande Distillerie E. Cusenier Fils Aine & Cie. V. Julius Wile &

Sons Co., 161 F. Supp. 545, 117 U.S.P.Q. 257 (D. N.Y. 1958).  A portion of a mark may be

“weak” in the sense that it is either descriptive, highly suggestive, or is in common use by

many other sellers in the market.  See Colgate-Palmolive Co. v. Carter-Wallace, Inc., 432 F.2d

1400, 167 U.S.P.Q. 529 (C.C.P.A. 1970); Knapp-Monarch Co. v. Poloron Products, Inc., 134

U.S.P.Q. 412 (T.T.A.B. 1962).

            The weaker a mark, the less likely it is that a junior use will trigger a likelihood of

confusion.  “Determining that a mark is weak means that consumer confusion has been

found unlikely because the mark’s components are so widely used that the public can

easily distinguish slight differences in the marks, even if the goods are related.”

General Mills, Inc. v. Kellogg Co., 824 F.2d 622, 3 U.S.P.Q.2d 1442 (8th Cir. 1987)(emphasis

added).

            Here, the entire three word phrase, U.S. WEALTH GROUP, is merely descriptive of the

Registrant’s various financial services.   This fact is underscored by the disclaimer that was

required in the cited registration.  All of the wording in the cited mark was disclaimed,

indicating that the overall mark, U.S. WEALTH GROUP and Design, is extremely weak and

entitled to the very narrowest scope of protection. 

            As a result, Registrant simply is not entitled to the exclusive right to the wording U.S.

WEALTH for the relevant services.  Applicant itself has agreed to a disclaimer of these terms. 

Another mark incorporating this same descriptive wording may coexist, even for identical



services, so long as there are other distinctive features sufficient to differentiate the marks and

avoid a likelihood of confusion.   In the present case, as explained, there are sufficient

differences in the marks (both visual and aural), as well as in the circumstances surrounding

the provision of the relevant services themselves, that allow prospective consumers to

distinguish between Applicant’s U.S. WEALTH and Design mark and the cited U.S. WEALTH

GROUP and Design mark.

3.         The Differences Between Applicant’s Mark and the Cited Mark are

Sufficient to Avoid a Likelihood of Confusion.

            In her Final Refusal, the Examining Attorney argues that the marks must be considered

in their entireties when determining whether they are confusingly similar, and that the

disclaimed terms should not be removed from the marks for such analysis, citing Midwestern

Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435,

1440 (Fed. Cir. 2012). 

            However, the marks at issue in the cited case were of an entirely different character

than the marks at issue here. In that case, Nestle successfully opposed registration of

WAGGIN’ STRIPS for edible pet food treats on the basis of its prior long-standing registration

for BEGGIN’ STRIPS for identical goods.  Nestle argued that WAGGIN’ STRIPS was famous

(which is not at issue here), and while the Board did not find fame, it accorded the mark a

broad scope of protection.  The defendant tried, unsuccessfully, to distinguish the marks by

arguing differences in sound, appearance and meaning, and noted that the only common term

in both marks was the mutually descriptive and disclaimed term STRIPS.

            The cited case is not relevant to the present likelihood of analysis because the mark

BEGGIN’ STRIPS was highly distinctive and entitled to a broad scope of protection.  In this

case, the entire mark U.S. WEALTH GROUP is descriptive and entitled to an extremely

narrow scope of protection. 

            Moreover, Applicant is not arguing that the disclaimed terms U.S. and WEALTH should

be removed from the marks for purposes of the likelihood of confusion analysis.  Rather,



Applicant is arguing that because of the descriptiveness of the disclaimed wording, its

common appearance in both marks is less important to the likelihood of analysis than are the

dissimilar features of such marks (as well as other differentiating factors in the likelihood of

confusion analysis).  It is well-settled that one may argue that component terms are descriptive

or generic, and therefore entitled to less weight in determining likelihood of confusion.   See, In

re National Data Corp. 753, F.2d 1056, 224 U.S. P.Q. 749, 752 (Fed. Cir. 1985).

            Applicant respectfully submits that even when considering the relevant marks as a

whole, certain distinctive features of those marks may be more significant than descriptive

ones, and it is proper to give greater force and effect to those distinctive features.  See, Giant

Food, Inc. v. Nations Foodservice, Inc., 710 F.2d 1565, 1570 (Fed. Cir. 1983).  In the present

case, when considered as a whole, the distinctive and differing features of the two marks are

sufficient to avoid a likelihood of confusion.

            A.  Descriptive (and Disclaimed) Elements are Entitled to Less Weight than

Distinctive Elements in Determining Similarity Between Marks  

            When analyzing the degree of similarity between two marks it is not improper (indeed,

it is unavoidable) to identify elements of the marks which are more or less important to the

decision.  Distinctive elements are important because they attract attention and consumers are

more likely to remember and rely on them for purposes of source identification.  Descriptive,

weaker elements (which have little or no source identifying function) generally are seen as

recessive and less significant in the analysis. See, Kirkpatrick, Likelihood of Confusion in

Trademark Law, Section 4.9 (Practicing Law Institute 2012).

            Where the common portions between two marks are descriptive and weak, minor

differences in the remaining elements can result in two marks that are not confusingly similar. 

The non-common elements of the marks, even when “equally suggestive or even descriptive,

may be sufficient to avoid confusion.”   Wooster Brush Co. v. Prager Brush Co., 231 USPQ

316, 318 (TTAB 1986) (POLY FLO and POLY PRO not confusingly similar for paint brushes).

            The Examining Attorney seems to argue that the shared terms U.S. WEALTH are



determinative in the likelihood of confusion analysis because of their placement at the

beginning of each mark.  Applicant respectfully responds that the entirely descriptive meaning

and function of these words are more significant in weighing their overall importance in the

marks than is their relative position within the mark.  See, In re Thor Tech, Inc., 90 USPQ2d

1634 (TTAB 2009) (considering likelihood of confusion between WAVE and THE WAVE and

holding that the addition of the definite article THE at the beginning of the registered mark

does not have any trademark significance) (emphasis added).

            Here, in light of the descriptiveness of the terms U.S. and WEALTH, the more

significant and memorable portions of the marks are the graphics, each of which has a unique

and different connotation that leads to a different commercial impression for each overall mark.

            In the cited mark, the highly stylized “USW” graphic is comprised of blue and red

wavy lines that are reminiscent of an American flag and therefore underscores the geographic

and national identifier in the mark (the term “U.S.”) that follows immediately after the graphic.

The entire commercial impression of the mark is one that is national and somewhat patriotic.

            By contrast, the globe design in Applicant’s mark conveys a wholly different

commercial impression.  The gold hue of the graphic underscores the reference to affluence or

prosperity conveyed by the term WEALTH, and the globe design communicates a sense that

Applicant’s services are continental or multi-national scope.

             B.  Many Marks with the Same Minor Differences Already Coexist for the

Same Services  

            Applicant maintains that because the shared wording in the two marks at issue is

entirely descriptive of, and diluted for, the relevant services, consumers will look to the differing

elements of the marks, namely the distinctive graphics and the additional term GROUP, to

distinguish them and identify the source of the respective companies’ services.   The Federal

Trademark Register is replete with examples which show that consumers of financial services

already do this regularly. 

            Applicant submits the following tables which show five sets of federal use-based



trademark registrations for marks comprised of virtually identical and entirely descriptive

wording, registered for various financial planning, investment advisory, investment

management, and/or wealth management services.   Applicant further submits Exhibits 1-11

comprising the corresponding TESS Printouts for each such registration.  As indicated below,

such marks coexist entirely on the basis of differing logo graphics and/or a single descriptive

term, often which appears at the end of each mark:

Table A

MARK REG. NO. GOODS/SERVICES
LEGACY WEALTH
MANAGEMENT
and Design

2,735,724 “financial services, namely,
investment management, asset
allocation for others and financial and
estate planning”

LEGACY WEALTH
MANAGEMENT GROUP
and Design

4,256,970 “financial services, namely wealth
management services”

 

 

Table B
MARK REG. NO. GOODS/SERVICES

AMERICAN WEALTH
ADVISORS LLC

3,765,684 “private wealth management
services; investment advisory
services; investment management;
financial planning for retirement;
estate planning…”

AMERICAN WEALTH
MANAGEMENT

4,014,106 “…financial planning and investment
advisory services; financial planning
for retirement…investment advisory
services…”

 

Table C
MARK REG. NO. GOODS/SERVICES

THE WEALTH
MANAGEMENT GROUP

1,836,459 “investment consulting and
management services”

THE WEALTH
TRANSFER GROUP
(Stylized)

2,051,712 “estate planning services”

 



Table D
MARK REG. NO. GOODS/SERVICES

THE WEALTH
MANAGEMENT GROUP

1,836,459 “investment consulting and
management services”

THE COMPREHENSIVE
WEALTH
MANAGEMENT GROUP
and Design

3,156,936 “financial planning and investment
management services”

 

Table E
MARK REG. NO. GOODS/SERVICES

FAMILY WEALTH
MANAGEMENT and Design

4,128,520 “…wealth management services;
investment management services…”

FAMILY WEALTH
ADVOCATES

3,043,000 “investment advice and counseling”

FAMILY WEALTH
ADVISORY GROUP
 

3,933,097 “consulting and information
concerning insurance; financial
planning and investment advisory
services”

 

Applicant submits that the above tables demonstrate that marks nearly identical to those at

issue in this case regularly coexist without confusion, in the marketplace, in connection with

the same financial planning, investment advisory, investment management and/or wealth

management services at issue here. 

Applicant appreciates that each case must be decided on its own merits and that under TMEP

Section 1207.01(d)(vi) previous decisions by other examining attorneys are not binding on the  

Examining Attorney in this case.  However, the evidence of record clearly indicates that, in the

financial services field, differences of just one descriptive word and/or a logo graphic are

enough to avoid a likelihood confusion between arguably similar marks.

Third party registrations are relevant to show that a mark or a portion of a mark is descriptive,

suggestive, or so commonly used that the public will look to other elements to distinguish the

source of the goods or services. TMEP Section 1207.01(d)(iii). That is the case here.  These

numerous instances of coexisting marks overwhelmingly show marks comprised entirely of

descriptive terms are so weak and commonly used in the financial services field that the public

will look to the minor differences between them (e.g., a different design element or single



differing term, even one that is itself descriptive) to distinguish the source of the services.

4.         Consumers Exercise a High Degree of Care in Purchasing the Relevant

Services

            Finally, Applicant argues that ordinary purchasers of the various financial planning,

investment advisory, investment management, and/or wealth management services at issue in

this case exercise such a high degree of care in making their purchasing decisions that they

are not likely to be confused as to the source or sponsorship of either company’s services by

encountering simultaneous use of the two logo marks at issue in this case.

            A.        Consumers are Making a Significant Financial Investment

            Consumers who purchase financial planning, investment advisory, investment

management, and/or wealth management services are making a significant financial

investment.  As shown in Exhibit 12 (a screen shot from Registrant’s website), U.S. Wealth

Group’s current managed asset minimum for new clients is $250,000.  Id.  Since consumers

will be entrusting the company with the investment of more a quarter million dollars, they are

likely to select their financial and investment advisor with a great deal of care.

            B.        Consumers are Making a Long-Term Decision

            Moreover, consumers of these services generally are making long-term investment

decisions that will have far-reaching consequences and often are designed to carry them into

retirement.  As shown in Exhibit 13 (a screen shot from Registrant’s website), U.S. Wealth

Group’s specialty is “ meeting the needs of investors with portfolios greater than $250,000

who generally seek consistent portfolio results for their retirement years” (emphasis added).  

Therefore, consumers are likely to carefully consider their options before entering into a long-

term relationship with a particular financial and investment advisor. 

C.        Consumers are Selecting from Among Various Disparate Financial

Services



            As indicated by the service descriptions at issue in this case, financial and investment

advisors provide a variety of complex and distinct financial services, including estate planning,

stock brokerage, asset acquisition, and wealth management services.  Financial advisors

typically provide customers with financial products and services, “ depending on the licenses

they hold and the training they have.”  See, Wikipedia entry for “financial adviser” attached

as Exhibit 14.  Thus, a consumer of these services is likely to consider his/her different

provider choices carefully, selecting the financial and investment provider with the appropriate

licenses and training to match the consumer’s needs.

            For example, Registrant’s website clearly indicates the multiple steps (“ U.S. Wealth

Group has a custom 3-step process…”) that consumers go through in selecting and engaging

the company to provide investment management services.  Indeed, as shown in Exhibit 15 (a

further screen shot from Registrant’s website), U.S. Wealth Group’s customers complete

and/or receive a Risk Profile (“ Our introduction to you, your needs and where you currently

stand with your financial goals…”), an Investment Policy Statement ( a written agreement as to

“how your money will be managed” and “how often your investments will be personally

reviewed with your advisor” ), and a Select Allocation Model (“U.S. Wealth Group creates… a

truly customized allocation specifically designed for their unique situation and financial goals” )

as part of the process of engaging the Registrant to provide financial planning services. 

            Thus, consumers of the relevant services certainly are not making a spur-of-the-

moment decision, but rather are selecting an advisor after careful consideration of many

factors, including the expertise of the particular advisor to provide the appropriate mix of the

disparate financial planning, investment advisory, investment management, and/or wealth

management services available in the field. 

            Accordingly, because selecting an investment advisor is an important financial

decision, involving significant monetary risk and typically a substantial amount of research and

planning, consumers are likely to exhibit a high degree of care in making their purchase

decision.  They are likely to research the different providers of financial planning services with

care and are not likely to be confused as to source or sponsorship among those providers



when encountering the differing composite logo marks, U.S. WEALTH and Design and U.S.

WEALTH GROUP and Design, in the marketplace.

Status of Cited Mark

            Applicant respectfully draws the Examining Attorney’s attention to the current status of

the cited Registration, U.S. WEALTH GROUP and Design, which was registered on October 2,

2007.  Under Section 8 of the Trademark Act, the Registrant must file an affidavit of continued

use of the cited mark by October 2, 2013.  Applicant notes that the Registrant filed a Section 8

affidavit on October 8, 2012, however, a Post-Registration Office Action was issued November

3, 2012, rejecting the Section 8 affidavit on the basis of an unacceptable specimen.  The

Registrant did not respond to such office action by the six-month response deadline.

            Applicant notes that the Registrant has approximately two more months in which to file

a timely a timely and proper substitute specimen (followed by the statutory six-month grace

period which extends such deadline to April 2, 2104).  In the event that Registrant does not file

an appropriate response by such deadline, the cited Registration will be declared cancelled

and the Examining Attorney’s refusal of the present application will be moot.

            Accordingly, Applicant respectfully requests that, should the Examining Attorney be

inclined to maintain the outstanding refusal, the present application be suspended pending

confirmation that the cited Registration is either maintained prior to, or cancelled as of, the final

maintenance deadline of April 2, 2014.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85569683 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REQUEST FOR RECONSIDERATION

Applicant hereby submits this Request for Reconsideration with additional reasons and evidence

in support of registration.  Contemporaneously herewith, Applicant submits a Notice of Appeal of

the final decision of the Examining Attorney refusing registration.  On the basis of the following

arguments, Applicant requests that the final refusal be withdrawn, and that the present

application be approved for registration.

Likelihood of Confusion Refusal

By final office action dated January 28, 2013, the Examining Attorney has refused registration of

the logo mark U.S. WEALTH and Design under Trademark Act Section 2(d) because, in her

opinion, Applicant’s mark, when used in connection with the various financial services listed in

the application, so resembles the logo mark in U.S. Registration No. 3,300,749 (U.S. WEALTH



GROUP and Design covering various financial services), as to be likely to cause confusion, to

cause mistake, or to deceive.

            As explained below and guided by the relevant Dupont factors, Applicant respectfully

responds that there is no likelihood of confusion between the two logo marks and submits the

following additional arguments and evidence in support of its position.  In re E.I. du Pont de

Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563 (CCPA 1973).

In summary, in view of the nature of the services and the degree of care exercised by the

relevant consumers, the fact that the marks only share terms that both the owner of the cited

mark and Applicant have disclaimed, as well as other differences between the marks, the

USPTO should approve Applicant’s logo mark.

1.         The Logo Marks at Issue are Sufficiently Different in Appearance and Sound

            While the logo marks at issue contain several of the same words, ultimately the marks

are sufficiently different in appearance and sound that consumers are not likely to perceive them

as indicating a common source or origin for the relevant services.

            A.        The Marks Differ in Appearance

Applicant’s logo mark consists of two words, U.S. WEALTH, with a distinctive globe design

appearing to the right of the lettering.  The wording U.S. WEALTH appears in black, entirely in

capital letters and in a relatively simple serif font.  The globe graphic is angled slightly to the left,

calling to mind Earth’s 23.5 degree axial tilt, and bears white lines of latitude and longitude

which divide the surface of the globe into a series of triangles, quadrilaterals, and other shapes. 

These shapes appear in gold or white in a random pattern that suggests rotational movement. 

The word and design elements of the mark are nearly identical in relative size, with the globe

appearing just slightly taller than the preceding lettering.

By contrast, the cited logo consists of the three words, U.S. WEALTH GROUP, appearing to the

right of “ a highly stylized design of the letters USW consisting of six vertical wavy lines.  The

color red appears, from left to right, in the third wavy line forming the S.  The color blue appears

in the other five wavy lines forming the letters U and W and in the words U.S. WEALTH



GROUP.” (See, official Mark Description for the cited Registration.)  The wording U.S. WEALTH

GROUP appears in a serif font with enlarged initial capital letters in WEALTH and GROUP.  The

capital W is highly stylized and is represented by overlapping parallel lines that mirror the

parallel lines in the “USW” graphic.   In addition, the word and design elements in the mark are

quite different in relative size, with U.S. WEALTH GROUP appearing approximately three times

smaller than the preceding “USW” graphic.

These overwhelming differences in appearance result in two logo marks that are individually

quite memorable and distinct from one another when considered visually, particularly in light of

the descriptive and generic nature of the literal terms that the marks share in common (see

Section 2, below).

B.        The Marks Differ in Sound

When spoken, the word elements of Applicant’s logo mark, U.S. WEALTH, contain three

syllables, with the natural emphasis falling on the last word, WEALTH.  By contrast, the word

elements of the cited logo mark, U.S. WEALTH GROUP, contain four syllables, with the natural

emphasis falling either on the final word GROUP or equally on the last two words WEALTH

GROUP.  Thus, as a result of the additional wording in the cited mark, the two marks are aurally

quite distinct, each concluding uniquely with either the word WEALTH or the entirely different

sounding word GROUP.

            Given the significant differences in the overall appearance of the two logo marks, as well

as the sound of the marks when their word elements are spoken aloud, a consumer

encountering Applicant’s logo mark, U.S. WEALTH and Design, and the cited logo mark, U.S.

WEALTH GROUP and Design, would not be likely to mistakenly assume that Applicant's

services originate from the same source as, or are associated with, Registrant’s services.

2.         The Cited Mark is Inherently Weak and Should Receive an Extremely Narrow

Scope of Protection

            It is important to consider the inherent weakness of the cited mark, U.S. WEALTH

GROUP and Design, as it is comprised entirely of descriptive terms.  The result is a mark so

weak that the scope of protection afforded to it should be extremely limited.  As stated by the

Court of Customs and Patent Appeals (now the Court of Appeals for the Federal Circuit),



[it] seems both logical and obvious to us that where a party chooses a trademark
which is inherently weak, he will not enjoy a wide range of protection afforded the
owner of stronger trademarks. Where a party uses a weak mark, his competitors
may come closer to his mark than would be the case with a strong mark without
violating his rights.

 

Sure-Fit Products Co. v. Saltzon Drapery Co., 254 F.2d 158, 117 U.S.P.Q. 295 (C.C.P.A. 1958).

See also King Candy Co. v. Eunice King’s Kitchen, Inc. , 496 F.2d 1400, 182 U.S.P.Q. 108

(C.C.P.A. 1974) (stating that confusion is unlikely if it is a weak mark).

            Whether a mark or a term in a mark is considered strong or weak is a very important

element in determining likelihood of confusion. Independent Grocers’ Alliance Distributing Co. v.

Potter-McCune Co., 404 F.2d 622, 160 U.S.P.Q. 46 (C.C.P.A. 1968); Time, Inc. v. T.I.M.E., Inc.,

123 F. Supp. 446, 102 U.S.P.Q. 275 (D. Cal. 1954).  If the common element in the conflicting

marks is “weak,” then this reduces the likelihood of confusion.   See, e.g., Nestle’s Milk

Products, Inc. v. Baker Importing Co., 182 F.2d 193, 86 U.S.P.Q. 80 (C.C.P.A. 1950); Smith v.

Tobacco By-Products & Chemical Corp., 243 F.2d 188, 113 U.S.P.Q. 339 (C.C.P.A. 1957);

Societe Anonyme de La Grande Distillerie E. Cusenier Fils Aine & Cie. V. Julius Wile & Sons

Co., 161 F. Supp. 545, 117 U.S.P.Q. 257 (D. N.Y. 1958).  A portion of a mark may be “weak” in

the sense that it is either descriptive, highly suggestive, or is in common use by many other

sellers in the market.  See Colgate-Palmolive Co. v. Carter-Wallace, Inc., 432 F.2d 1400, 167

U.S.P.Q. 529 (C.C.P.A. 1970); Knapp-Monarch Co. v. Poloron Products, Inc., 134 U.S.P.Q. 412

(T.T.A.B. 1962).

            The weaker a mark, the less likely it is that a junior use will trigger a likelihood of

confusion.  “Determining that a mark is weak means that consumer confusion has been

found unlikely because the mark’s components are so widely used that the public can

easily distinguish slight differences in the marks, even if the goods are related.” General

Mills, Inc. v. Kellogg Co., 824 F.2d 622, 3 U.S.P.Q.2d 1442 (8th Cir. 1987)(emphasis added).

            Here, the entire three word phrase, U.S. WEALTH GROUP, is merely descriptive of the

Registrant’s various financial services.   This fact is underscored by the disclaimer that was

required in the cited registration.  All of the wording in the cited mark was disclaimed, indicating

that the overall mark, U.S. WEALTH GROUP and Design, is extremely weak and entitled to the



very narrowest scope of protection. 

            As a result, Registrant simply is not entitled to the exclusive right to the wording U.S.

WEALTH for the relevant services.  Applicant itself has agreed to a disclaimer of these terms. 

Another mark incorporating this same descriptive wording may coexist, even for identical

services, so long as there are other distinctive features sufficient to differentiate the marks and

avoid a likelihood of confusion.   In the present case, as explained, there are sufficient

differences in the marks (both visual and aural), as well as in the circumstances surrounding the

provision of the relevant services themselves, that allow prospective consumers to distinguish

between Applicant’s U.S. WEALTH and Design mark and the cited U.S. WEALTH GROUP and

Design mark.

3.         The Differences Between Applicant’s Mark and the Cited Mark are Sufficient

to Avoid a Likelihood of Confusion.

            In her Final Refusal, the Examining Attorney argues that the marks must be considered

in their entireties when determining whether they are confusingly similar, and that the disclaimed

terms should not be removed from the marks for such analysis, citing Midwestern Pet Foods,

Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed.

Cir. 2012). 

            However, the marks at issue in the cited case were of an entirely different character than

the marks at issue here. In that case, Nestle successfully opposed registration of WAGGIN’

STRIPS for edible pet food treats on the basis of its prior long-standing registration for BEGGIN’

STRIPS for identical goods.  Nestle argued that WAGGIN’ STRIPS was famous (which is not at

issue here), and while the Board did not find fame, it accorded the mark a broad scope of

protection.  The defendant tried, unsuccessfully, to distinguish the marks by arguing differences

in sound, appearance and meaning, and noted that the only common term in both marks was

the mutually descriptive and disclaimed term STRIPS.

            The cited case is not relevant to the present likelihood of analysis because the mark

BEGGIN’ STRIPS was highly distinctive and entitled to a broad scope of protection.  In this



case, the entire mark U.S. WEALTH GROUP is descriptive and entitled to an extremely narrow

scope of protection. 

            Moreover, Applicant is not arguing that the disclaimed terms U.S. and WEALTH should

be removed from the marks for purposes of the likelihood of confusion analysis.  Rather,

Applicant is arguing that because of the descriptiveness of the disclaimed wording, its common

appearance in both marks is less important to the likelihood of analysis than are the dissimilar

features of such marks (as well as other differentiating factors in the likelihood of confusion

analysis).  It is well-settled that one may argue that component terms are descriptive or generic,

and therefore entitled to less weight in determining likelihood of confusion.   See, In re National

Data Corp. 753, F.2d 1056, 224 U.S. P.Q. 749, 752 (Fed. Cir. 1985).

            Applicant respectfully submits that even when considering the relevant marks as a whole,

certain distinctive features of those marks may be more significant than descriptive ones, and it

is proper to give greater force and effect to those distinctive features.  See, Giant Food, Inc. v.

Nations Foodservice, Inc., 710 F.2d 1565, 1570 (Fed. Cir. 1983).  In the present case, when

considered as a whole, the distinctive and differing features of the two marks are sufficient to

avoid a likelihood of confusion.

            A.  Descriptive (and Disclaimed) Elements are Entitled to Less Weight than

Distinctive Elements in Determining Similarity Between Marks  

            When analyzing the degree of similarity between two marks it is not improper (indeed, it

is unavoidable) to identify elements of the marks which are more or less important to the

decision.  Distinctive elements are important because they attract attention and consumers are

more likely to remember and rely on them for purposes of source identification.  Descriptive,

weaker elements (which have little or no source identifying function) generally are seen as

recessive and less significant in the analysis. See, Kirkpatrick, Likelihood of Confusion in

Trademark Law, Section 4.9 (Practicing Law Institute 2012).

            Where the common portions between two marks are descriptive and weak, minor

differences in the remaining elements can result in two marks that are not confusingly similar. 



The non-common elements of the marks, even when “equally suggestive or even descriptive,

may be sufficient to avoid confusion.”   Wooster Brush Co. v. Prager Brush Co., 231 USPQ 316,

318 (TTAB 1986) (POLY FLO and POLY PRO not confusingly similar for paint brushes).

            The Examining Attorney seems to argue that the shared terms U.S. WEALTH are

determinative in the likelihood of confusion analysis because of their placement at the beginning

of each mark.  Applicant respectfully responds that the entirely descriptive meaning and function

of these words are more significant in weighing their overall importance in the marks than is their

relative position within the mark.  See, In re Thor Tech, Inc., 90 USPQ2d 1634 (TTAB 2009)

(considering likelihood of confusion between WAVE and THE WAVE and holding that the

addition of the definite article THE at the beginning of the registered mark does not have any

trademark significance) (emphasis added).

            Here, in light of the descriptiveness of the terms U.S. and WEALTH, the more significant

and memorable portions of the marks are the graphics, each of which has a unique and different

connotation that leads to a different commercial impression for each overall mark.

            In the cited mark, the highly stylized “USW” graphic is comprised of blue and red wavy

lines that are reminiscent of an American flag and therefore underscores the geographic and

national identifier in the mark (the term “U.S.”) that follows immediately after the graphic. The

entire commercial impression of the mark is one that is national and somewhat patriotic.

            By contrast, the globe design in Applicant’s mark conveys a wholly different commercial

impression.  The gold hue of the graphic underscores the reference to affluence or prosperity

conveyed by the term WEALTH, and the globe design communicates a sense that Applicant’s

services are continental or multi-national scope.

             B.  Many Marks with the Same Minor Differences Already Coexist for the

Same Services  

            Applicant maintains that because the shared wording in the two marks at issue is entirely

descriptive of, and diluted for, the relevant services, consumers will look to the differing elements

of the marks, namely the distinctive graphics and the additional term GROUP, to distinguish



them and identify the source of the respective companies’ services.   The Federal Trademark

Register is replete with examples which show that consumers of financial services already do

this regularly. 

            Applicant submits the following tables which show five sets of federal use-based

trademark registrations for marks comprised of virtually identical and entirely descriptive wording,

registered for various financial planning, investment advisory, investment management, and/or

wealth management services.   Applicant further submits Exhibits 1-11 comprising the

corresponding TESS Printouts for each such registration.  As indicated below, such marks

coexist entirely on the basis of differing logo graphics and/or a single descriptive term, often

which appears at the end of each mark:

Table A

MARK REG. NO. GOODS/SERVICES
LEGACY WEALTH
MANAGEMENT
and Design

2,735,724 “financial services, namely,
investment management, asset
allocation for others and financial and
estate planning”

LEGACY WEALTH
MANAGEMENT GROUP
and Design

4,256,970 “financial services, namely wealth
management services”

 

 

Table B
MARK REG. NO. GOODS/SERVICES

AMERICAN WEALTH
ADVISORS LLC

3,765,684 “private wealth management
services; investment advisory
services; investment management;
financial planning for retirement;
estate planning…”

AMERICAN WEALTH
MANAGEMENT

4,014,106 “…financial planning and investment
advisory services; financial planning
for retirement…investment advisory
services…”

 

Table C
MARK REG. NO. GOODS/SERVICES



THE WEALTH
MANAGEMENT GROUP

1,836,459 “investment consulting and
management services”

THE WEALTH
TRANSFER GROUP
(Stylized)

2,051,712 “estate planning services”

 

Table D
MARK REG. NO. GOODS/SERVICES

THE WEALTH
MANAGEMENT GROUP

1,836,459 “investment consulting and
management services”

THE COMPREHENSIVE
WEALTH
MANAGEMENT GROUP
and Design

3,156,936 “financial planning and investment
management services”

 

Table E
MARK REG. NO. GOODS/SERVICES

FAMILY WEALTH
MANAGEMENT and Design

4,128,520 “…wealth management services;
investment management services…”

FAMILY WEALTH
ADVOCATES

3,043,000 “investment advice and counseling”

FAMILY WEALTH
ADVISORY GROUP
 

3,933,097 “consulting and information
concerning insurance; financial
planning and investment advisory
services”

 

Applicant submits that the above tables demonstrate that marks nearly identical to those at issue

in this case regularly coexist without confusion, in the marketplace, in connection with the same

financial planning, investment advisory, investment management and/or wealth management

services at issue here. 

Applicant appreciates that each case must be decided on its own merits and that under TMEP

Section 1207.01(d)(vi) previous decisions by other examining attorneys are not binding on the  

Examining Attorney in this case.  However, the evidence of record clearly indicates that, in the

financial services field, differences of just one descriptive word and/or a logo graphic are enough

to avoid a likelihood confusion between arguably similar marks.

Third party registrations are relevant to show that a mark or a portion of a mark is descriptive,



suggestive, or so commonly used that the public will look to other elements to distinguish the

source of the goods or services. TMEP Section 1207.01(d)(iii). That is the case here.  These

numerous instances of coexisting marks overwhelmingly show marks comprised entirely of

descriptive terms are so weak and commonly used in the financial services field that the public

will look to the minor differences between them (e.g., a different design element or single

differing term, even one that is itself descriptive) to distinguish the source of the services.

4.         Consumers Exercise a High Degree of Care in Purchasing the Relevant

Services

            Finally, Applicant argues that ordinary purchasers of the various financial planning,

investment advisory, investment management, and/or wealth management services at issue in

this case exercise such a high degree of care in making their purchasing decisions that they are

not likely to be confused as to the source or sponsorship of either company’s services by

encountering simultaneous use of the two logo marks at issue in this case.

            A.        Consumers are Making a Significant Financial Investment

            Consumers who purchase financial planning, investment advisory, investment

management, and/or wealth management services are making a significant financial investment. 

As shown in Exhibit 12 (a screen shot from Registrant’s website), U.S. Wealth Group’s current

managed asset minimum for new clients is $250,000.  Id.  Since consumers will be entrusting

the company with the investment of more a quarter million dollars, they are likely to select their

financial and investment advisor with a great deal of care.

            B.        Consumers are Making a Long-Term Decision

            Moreover, consumers of these services generally are making long-term investment

decisions that will have far-reaching consequences and often are designed to carry them into

retirement.  As shown in Exhibit 13 (a screen shot from Registrant’s website), U.S. Wealth

Group’s specialty is “ meeting the needs of investors with portfolios greater than $250,000 who

generally seek consistent portfolio results for their retirement years” (emphasis added).  



Therefore, consumers are likely to carefully consider their options before entering into a long-

term relationship with a particular financial and investment advisor. 

C.        Consumers are Selecting from Among Various Disparate Financial

Services

            As indicated by the service descriptions at issue in this case, financial and investment

advisors provide a variety of complex and distinct financial services, including estate planning,

stock brokerage, asset acquisition, and wealth management services.  Financial advisors

typically provide customers with financial products and services, “ depending on the licenses

they hold and the training they have.”  See, Wikipedia entry for “financial adviser” attached as

Exhibit 14.  Thus, a consumer of these services is likely to consider his/her different provider

choices carefully, selecting the financial and investment provider with the appropriate licenses

and training to match the consumer’s needs.

            For example, Registrant’s website clearly indicates the multiple steps (“ U.S. Wealth

Group has a custom 3-step process…”) that consumers go through in selecting and engaging

the company to provide investment management services.  Indeed, as shown in Exhibit 15 (a

further screen shot from Registrant’s website), U.S. Wealth Group’s customers complete

and/or receive a Risk Profile (“ Our introduction to you, your needs and where you currently

stand with your financial goals…”), an Investment Policy Statement ( a written agreement as to

“how your money will be managed” and “how often your investments will be personally

reviewed with your advisor” ), and a Select Allocation Model (“U.S. Wealth Group creates… a

truly customized allocation specifically designed for their unique situation and financial goals” )

as part of the process of engaging the Registrant to provide financial planning services. 

            Thus, consumers of the relevant services certainly are not making a spur-of-the-moment

decision, but rather are selecting an advisor after careful consideration of many factors, including

the expertise of the particular advisor to provide the appropriate mix of the disparate financial

planning, investment advisory, investment management, and/or wealth management services

available in the field. 



            Accordingly, because selecting an investment advisor is an important financial decision,

involving significant monetary risk and typically a substantial amount of research and planning,

consumers are likely to exhibit a high degree of care in making their purchase decision.  They

are likely to research the different providers of financial planning services with care and are not

likely to be confused as to source or sponsorship among those providers when encountering the

differing composite logo marks, U.S. WEALTH and Design and U.S. WEALTH GROUP and

Design, in the marketplace.

Status of Cited Mark

            Applicant respectfully draws the Examining Attorney’s attention to the current status of

the cited Registration, U.S. WEALTH GROUP and Design, which was registered on October 2,

2007.  Under Section 8 of the Trademark Act, the Registrant must file an affidavit of continued

use of the cited mark by October 2, 2013.  Applicant notes that the Registrant filed a Section 8

affidavit on October 8, 2012, however, a Post-Registration Office Action was issued November

3, 2012, rejecting the Section 8 affidavit on the basis of an unacceptable specimen.  The

Registrant did not respond to such office action by the six-month response deadline.

            Applicant notes that the Registrant has approximately two more months in which to file a

timely a timely and proper substitute specimen (followed by the statutory six-month grace period

which extends such deadline to April 2, 2104).  In the event that Registrant does not file an

appropriate response by such deadline, the cited Registration will be declared cancelled and the

Examining Attorney’s refusal of the present application will be moot.

            Accordingly, Applicant respectfully requests that, should the Examining Attorney be

inclined to maintain the outstanding refusal, the present application be suspended pending

confirmation that the cited Registration is either maintained prior to, or cancelled as of, the final

maintenance deadline of April 2, 2014.
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the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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